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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments filed 01/1 9/2006 have been fully considered but they are 
not persuasive. 

Regarding claim 1 , the applicant argues "[Kingdon does not describe] any 
element, or more particularly an MPC, that authorizes the LBS application running on 
the mobile station. Kingdon describes verifying an identity and authority of a third part 

agency that is requesting the location of a mobile device Thus, the portion of 

Kingdon relied upon by the Examiner does not refer to an application running on a 
mobile station, and does not even refer to an application. Instead, the portion refers to 
a requesting agency, such as a law enforcement agency." (see pg. 6, paragraph 5 and 
6); the examiner respectfully disagrees. The MPC of Kingdon is used to authorize the 
use of an application (location sen/ice) used to position a mobile station (see abstract 
and Figure 4, 440, 450). Kingdon further discloses that the application can be run from 
either the network, or within the mobile station (col. 2, lines 19-29; while disclosed in the 
background, the art is relevant to the invention disclosed in Kingdon). Thus, the MPC 
authorizes the positioning application of the mobile station. 

2. Furthermore, in response to applicant's argument that there is no suggestion to 
combine the references (see page 7 of the remarks), the examiner recognizes that 
obviousness can only be established by combining or modifying the teachings of the 
prior art to produce the claimed invention where there is some teaching, suggestion, or 
motivation to do so found either in the references themselves or in the knowledge 
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generally available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1 071 , 5 
USPQ2d 1596 (Fed. Cir. 1988)and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. 
Cir. 1992). In this case, both inventions relate to providing authorization to an 
application within a mobile device of a wireless communication system (See Kingdon, 
Figure 4 and Kruise paragraph 14). 

Regarding the provisional obvious type double patenting, the applicant argues " 
the claims in the [10/769,420] application are directed to authorization of an application. 
The instant claims are directed to authenticating a LBS application." Since an LBS 
application is seen as an application being run from the mobile device as with the 
copending application, both sets of claims disclose substantially the same invention. 
Furthermore, as can be seen on independent claim 8 of application 10/769,420, 
authentication of a LBS application is performed. 

3. Applicant's arguments with respect to claims 1-7 have been considered but are 
moot in view of the new ground(s) of rejection. 

Election/Restrictions 

4. Newly submitted claims 8-12 directed to an invention that is independent or 
distinct from the invention originally claimed for the following reasons: 

The inventions are distinct, each from the other because of the following reasons: 
Claims 1-7 and 8-12 are related as process and apparatus for its practice. The 
inventions are distinct if it can be shown that either: (1) the process as claimed can be 
practiced by another and materially different apparatus or by hand, or (2) the apparatus 
as claimed can be used to practice another and materially different process. (MPEP § 
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806.05(e)). In this case claims 8-12 are drawn to specifics of a positioning engine 
locating within a mobile device and the processing of position information (class 
455/456.6). Examined claims 1-7 are drawn to the process of authenticating a location 
based application of a mobile device (class 455/41 1). Claims 1-7 does not mention the 
use of the positioning techniques presented in claims 8-12. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claims 8-12 are withdrawn from consideration 
as being directed to a non-elected invention. See 37 CFR 1.142(b) and MPEP § 
821.03. 

Claim Rejections - 35 USC § 103 

5. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

6. Claims 1-3, 6, and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over KRUIS et al (US 2004/0242209 A1) in view of KINGDON (US 6,138,003). 

Regarding claim 1, KRUIS discloses a method for authenticating an application 
run on a mobile station (abstract), including: a. attempting to run an application on the 
mobile station (abstract; paragraph 46, 47); b. requesting authentication of the 
application (paragraph 38-40); d. if the application is authenticated, then receiving within 
the mobile station information required to continue running the application in response 
to the application being authenticated (paragraph 86); and e. if the application is not 
authenticated, then failing to receive at least some information required to run the 
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application in response to the application not being authenticated (paragraph 53). 
However, KRUIS does not disclose wherein the application is a LBS application; and c. 
communicating directly with a mobile positioning center (MPC) in order to have the MPC 
fulfill the request for authentication of the application. KINGDON discloses wherein the 
application is a LBS application; and communicating directly with a mobile positioning 
center (MPC) in order to have the MPC fulfill the request for authentication of the 
application (Figure 4; col. 2, lines 19-29; Figure 4; col. 2, lines 19-29; column 4:line 54- 
column 5:line 6; column 6:lines 8-21). Therefore it would have been obvious to a 
person of ordinary skill in the art at the time the invention was made to modify KRUIS to 
communicate with a MPC to fulfill the request for authentication, as taught by 
KINGDON, as this allows the monitoring of program usage to a specific communication 
region. 

Regarding claims 2, see the rejections of the parent claim concerning the subject 
matter this claim is dependent upon. KRUIS further discloses further including: a. if the 
application has not be authenticated, receiving a response message indicating that 
authentication failed (paragraph 53); and b. in response to receipt of the response 
message, halting the application (paragraph 53). 

Regarding claim 3, see the rejections of the parent claim concerning the subject 
matter this claim is dependent upon. KRUIS further discloses wherein the application 
that is attempted to run on the mobile station requires authentication in order to receive 
all required information (paragraph 53). However, KRUIS does not disclose wherein the 
required authentication is from the MPC. KINGDOM discloses wherein authorization is 
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received from the MPC (Figure 4; col. 2, lines 19-29; column 4:line 54-column 5:line 6; 
column 6:lines 8-21). Therefore it would have been obvious to a person of ordinary skill 
in the art at the time the invention was made to modify KRUIS to communicate with a 
MPC to fulfill the request for authentication, as taught by KINGDON, as this allows the 
monitoring of program usage to a specific communication region. 

Regarding claim 6, see the rejections of the parent claim concerning the subject 
matter this claim is dependent upon. KRUIS further discloses wherein the 
authentication of the application allows the mobile station to communicate with other 
components (Figure 2; abstract; paragraph 53). However, KRUIS does not disclose 
wherein the authentication is by a MPC. KINGDON discloses wherein the 
authentication of the application by the MPC allows the mobile station to communicate 
with other components (column 6: lines 30-62). Therefore it would have been obvious to 
a person of ordinary skill in the art at the time the invention was made to modify KRUIS 
to allow the mobile station to communicate with a positioning entity after being 
authenticated by the MPC, as taught by KRUIS, as this can keep track of monitoring 
services that wish to access the mobile stations position. 

Regarding claim 7, see the rejections of the parent claim concerning the subject 
matter this claim is dependent upon. However, KRUIS does not disclose wherein the 
other components include a position determination entity. KINGDON discloses wherein 
the other components include a position determination entity (column 6:lines 30-62). 
Therefore it would have been obvious to a person of ordinary skill in the art at the time 
the invention was made to modify KRUIS to allow the mobile station to communicate 
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with a positioning entity after being authenticated by the MPC, as taught by KRUIS, as 
this can keep track of monitoring services that wish to access the mobile stations 
position. 

7. Claims 4 and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
KRUIS et al (US 2004/0242209 A1) in view of KINGDON (US 6,138,003) as applied to 
claim 1 above, and further in view of TORABI (US 6,754,482 B1). 

Regarding claim 4, see the rejections of the parent claim concerning the subject 
matter this claim is dependent upon. However, the combination of KRUIS and 
KINGDON does not disclose wherein the authentication of the application to be run on 
the mobile station is independent of other authentication operations to be requested by 
the mobile station for the purpose of authenticating telephone communication. TORABI 
discloses wherein the authentication of the application to be run on the mobile station is 
independent of other authentication operations to be requested by the mobile station for 
the purpose of authenticating telephone communication (column 3:lines 23-67). 
Therefore it would have been obvious to a person of ordinary skill in the art at the time 
the invention was made to modify the combination of KRUIS and KINGDON to include 
independent authentication of applications, as taught by TORABI, as this allows the 
application to be launched faster. 

Regarding claim 5, see the rejections of the parent claim concerning the subject 
matter this claim is dependent upon. However, the combination of KRUIS and 
KINDDON does not disclose wherein the authentication of the application to be run is 
further independent of other authentication operations to be requested in order to 
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authenticate other applications. TORABI discloses wherein the authentication of the 
application to be run is further independent of other authentication operations to be 
requested in order to authenticate other applications (column 3:lines 23-67; column 
4:lines 44-53). Therefore it would have been obvious to a person of ordinary skill in the 
art at the time the invention was made to modify the combination of KRUIS and 
KINGDON to include independent authentication of applications, as taught by TORABI, 
as this allows the application to be launched faster. 

Double Patenting 

1 . The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 

USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1.130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

2. Claims 1-7 are provisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-7 of copending 
Application No. 10769,420 in view of KRUIS et al (US 2004/0242209 A1). 

Claims 1-7 of the instant application includes all of the limitations of claims 1-7 of 


copending Application No. 10/769,420 except for: 
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(From claim 1) e. if the application is not authenticated, then failing to receive at 
least some information required to run the application in response to the application not 
being authenticated. 

Although the conflicting claims are not identical, they are not patentably distinct 
from each other. KRUIS teaches wherein if the application is not authenticated, then 
failing to receive at least some information required to run the application in response to 
the application not being authenticated (paragraph 53). Therefore it would have been 
obvious to a person of ordinary skill in the art at the time the invention was made to 
modify the instant invention to include a method to limit information needed to run an 
application if authentication has failed, as taught by KRUIS, as this provides a 
safeguard against unnecessary use of system resources. Also it is inherent from 
copending claim 1 that if the application is not authenticated, then information required 
to run the application will not be received. 

Furthermore, since an LBS application is seen as an application being run from 
the mobile device as with the copending application, both sets of claims disclose 
substantially the same invention. Furthermore, as can be seen on independent claim 8 
of application 10/769,420, authentication of a LBS application is performed. 

This is a provisional obviousness-type double patenting rejection. 

Conclusion 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
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§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ariel Balaoing whose telephone number is (571) 272- 
7317. The examiner can normally be reached on Monday-Friday from 8:00 AM to 4:30 
AM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, George Eng can be reached on (571) 272-7495. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 


Ariel Balaoing 


AB 




